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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[X] Responsive to communication(s) filed on 19 February 2002 . 
2a)\3 This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-10 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)Q Some * c)Q None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 7 
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Claim Rejections - 35 USC § 101 

1 . 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claims 1-10 are rejected under 35 U.S.C. 101 because the bodies of 
the claims do not recite technology, i.e. computer implementation or 
any other technology in a non-trivial manner. In re Toma, 197 USPQ 
852 (CCPA 1978). Ex parte Bowman 61 USPQ2D 1669. 

For a claim to be statutory under 35 USC 101 the following two 
conditions must be met: 

1) The claimed invention must produce a "useful, concrete, 
tangible result" ( In re Alappat, 31USPQ2d 1545, 1558 (Fed. Cir. 
1994) and State Street vs. Financial Signature Group Inc., 47 
USPQ2d 1596' 1601-02 (Fed Cir. 1998)); 

AND 

2) The claimed invention must utilize technology in a non-trivial 
manner (Ex parte Bowman, 61 USPQ2d 1665, 1671 (Bd. Pat. Pat. 
App. & Inter. 2001)). 

As to the technology requirement, note MPEP 2106 IV B 2(b). 
Also note In re Waldbaum, 173USPQ 430 (CCPA 1972) which 
teaches "useful arts" is synonymous with "technological arts". In 
Musgrave, 167USPQ 280 (CCPA 1970), In re Johnston, 183USPQ 
172 (CCPA 1974), and In re Toma, 197USPQ 852 (CCPA 1978), all 
teach a technological requirement. 

In State Street, "in the technological arts" was never an issue. 
The invention in the body of the claim must recite technology. If the 
invention in the body of the claim is not tied to technological art, 
environment, or machine, the claim is not statutory. Ex parte Bowman 
61USPQ2d 1665,1671 (BD. Pat. App. & lnter.2001)(Unpublished). 

Claim Rejections - 35 USC §112 



Application/Control Number: 10/080,163 Page 3 

Art Unit: 3624 

2. Claims 1-10 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for credit settlement 
and for claim management, does not reasonably provide enablement 
for the actual mechanics of how these steps are performed. The 
specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to recreate the 
invention commensurate in scope with these claims. The claims must 
focus on the use of technology to implement the invention and the 
exact steps involved must be clearly stated in the claims. 

3. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-10 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite in that it fails to point out what is 
included or excluded by the claim language. This claim is an 
omnibus type claim. 

5. Claims 1-10 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and 
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distinctly claim the subject matter which applicant regards as the 
invention. Claims 1-4 and 5-10 look like two different inventions and 
are too broadly stated so that it is not clear which invention is relevant 
to this application. Claims need to tightly define the invention and the 
invention has to be very specific and narrowly focused. Claims that 
are too broad can not be patented. 

6. Claims 1-10 are rejected under 35 U.S.C. 112, second 
paragraph, as being incomplete for omitting essential elements, such 
omission amounting to a gap between the elements. See MPEP 

§ 2172.01 . The omitted elements are: the exact steps that are 
involved in pledging a mortgage which is normally more complicated 
than just a phone call to the financial institution. Consider that people 
can take out home equity loans to pay credit card bills without 
pledging their mortgage or home as collateral for the credit card bills. 
In this way, people can convert part of their mortgage into cash to 
effectively finance credit card purchases. The complex process of 
pledging a mortgage is not indicated here. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms 
the basis for all obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

8. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cuervo(5025138A). 

Re claims 1-4: Cuervo discloses a credit settlement method in 
purchasing goods by utilizing a credit card by using collateral such as 
a life insurance policy to effectively secure a line of credit and 
guarantee that the credit card payments will be made(Abstract, col. 3, 
line 50-col. 4, line 45). Cuervo does not explicitly disclose using a 
mortgage for collateral. However, since a life insurance policy to 
which the holder makes a series of payments over time does have a 
cash value like a mortgage, it is collateral in the same way a 
mortgage is and is usable for credit card debt guarantee. Thus, it 
would have been obvious to one with an ordinary level of skill in the 
art to employ using any financial instrument as collateral on a credit 
card. 
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9. Claims 5- 1 0 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Tarter et al.(5550734A). 

Re claims 5-10: Tarter et al. disclose a claim management system in 
settlement utilizing a credit card that incorporates managing 
information relevant to credit card, mortgage-backed securities and 
settlement information along with purchases information. 
Tarter et al. does not explicitly disclose using a mortgage for 
collateral via credit cards. However, since a mortgage-backed 
security is a form of collateral usable for guarantee of payment, the 
invention solves the same problem. Thus, it would have been obvious 
to one with an ordinary level of skill in the art to get the benefit of 
using any financial instrument as collateral on a credit card. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Debra F. 
Charles whose telephone number is (703) 305-4718. The examiner 
can normally be reached on 9-5 Monday thru Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Vincent A. Millin can be 
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reached on (703) 308-1065. The fax phone number for the 
organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be . 
obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). 
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